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Application No. 10/044,354 

Reply to Office Action datedAugust 11,2004 

Remarks 

Applicant hit carefully reviewed the Office Action mailed on August 11. 2004'. 
Applicant respect traverse* d objections, rejections, and assertions made by the 
Examiner. Claims 1-3. 5-8, 10-20, 23-27, and 29-39 are examined; claims 9, 21, 22, and 
28 are withdrawn from consideration. 

a ction undc « " s-f- 8 M*a> 

. Claims 1-8, 10-20. 23-27, 29, and 30-39 are rejected as being unpatentable over 
Epstein et .,. (5,951,589) in v,ew of Die* et a.. (6,425.909). The Examiner 
aeknowledges that Epstein et a., fail to teach a filler element adached to the crthetor 
shaft but assert* that it would have been obvious to modify Epstein's membrane (3 11) by 
substituting .he filter element taugh, by Dieck et al. in order to remove plaque and other 
materia, that can obaruet blood vessels. Applicant respectfully traverses the rejecton. 

The entire disclosure of Epstein et al. is directed to an expansile dev.ee for 
cutaneous occlusion of vascular access sites. That is, complete blockage of the vessel 
rather than filtration where blood continues to flow. See column 1, line It thmugh 
column 2, line 44. The various embodbnents tha. Epstoin et al. describe in detat. arc 
devices with an impermeable membrane functioning as a closure mechamsm. See 
eotamn 4, lines 13-35. Tbe Epstein « al reference contains two recitations of a 
penneable membrane, the firs, a, column 19. lines 26-28, "membrane 311 can a ls o be 
m ade of an impemteable or a permease material providing for multiple uses of the 
device ■ and me second at column 20, lines 61-63, "different membrane matenals may be 
utHfced in order to construct permeabto or impemteable assemblies for different 
fcneuon." Epstein et ah do no,, however, provide any indication of to what the 
m embmne could be permeable or what Amotion it would serve if it were pemreab e. 
Additionally, Epstein et ah spectficafiy discing that "the membrane 311 is snbstant* 
imp ermeable to blood and other Uquida." See column 19. fines 4<M1. Thus, even tfth, 
membrane were permeable to some substances. Epstein et al. make it clear fits, the 
membrane is to be impemteable to blood and other liquids. 

Dieck et a), disclose devices for filtering fluid flowing through a body structure 
s „ch as a vessel. Applicant submits drat one of ordinary skill in the art, upon readtng 
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Epstein « ... would no. be motivate* to substintte the filter of Die* « si. for the 

least *M alter *e of the Epstein e, el. devrc* MPEP 21^» 

states Tat if a "proposed modification wouid rende, ft. pnor art mvention J~« 
.nodified unsavory for its intended purpose, then «h« ,s 
• novation to malce Ure proposed modification," citing /» « Gordon, 22. USPQU25 
(Fed Ci, .984). MPEP 2.4..03 states that a "prior arr reference mus, be conquered » 

U.! as a ^ Ending - — - « 

invention," citing « Gore * v. «** «0 USPQ 303 (Fed. 

Cir 1983) 

Applicant submits fta, when considered in its entirety, tire Epstein et al. reference 
is airected to a device with an impennesbte men*™ for oeel*on of a puncnre sue 
The fee, tira, Epstein e. a., briefly mention that tire membrane can be made of penn^ 
M impermcab.e materia,,, without providing farmer guidance reg.dmg an acee^ 
,eve. f permeabifity does no, den™, mom the fact ma, me overall teac »g of Epsteme 
„ » of a dev.ee ma, Amotions ,0 occlude a pu.mre si,e. Addition* . v,ew ft. 
specific .eaching in Epstein et a, ,hst me membrane be <**f^£* 
Id and other Uquids, one of ordinary ski., in me art might consrder gas p*nne*le, y* 
Uqui d impermeable membranes cou.d be encompassed by me Epate.net * dev.ee Th 
JU of mc Epstein e. a., disclosure ia a device with a b.ood and bomd unpenned* 
^bmnema.funetionamoco.udeapunch.esi.e. ^f'^"^ 
,„ have a b.ood-impermeab.e membra would render the dev,ee unsurteWe for , 
imended purpose, i.e.. stopping b.ood flow. Furthermore, ft. Examines reason fo 
Epstein a, a., device, fta, of achieving a device ma. — ^ue ^ 
oj^teria. which can obstiuc, Mood vessels, renders the Epstem e, ,. dev.ee 
llfeemry for its intended purpose of « • 

« one of ordinary «E in me art «ou.d no, be motivated to momfy fte tfcvtee o 
Epstein ., el. to comp.ete.y change me Action of ft* device, aa suggested by tire 

Examiner. , , . ^„ _f 

MPEP 2143.01 further states that if "me proposed modificahon or comb.nst.on of 
the prior art would change the principle of operation of tire prior art invention bemg 
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modified, then the things of .h« references are no, sufficient to render the clanna 

* al. would change the principle of operate of the dev.ce taugh by Ep 
changing <he occlusion device Mo a fihradon device. The prinorplea of ^ rf *• 
J! et a, and Dice, « devices are « oppose rhus 
olsion device to have a filter would render fire occiusion device — ^ 
intended purpose. Apphcan, aubmits the, .here is no nrodvatron. ^ ^ 
Dl « k er a, , or reasoned pledge gene* - -~ - - 
the an for one to subsutme the occlusion membrane of Epstein et al. 
O ect'e .1. As such, dr. on,v modvarion for ccmbhnng the teach,* 
and Die* e, al. appears to conre from fire inston. apecificahon, which .a nnproper. 
Applicant respectfully requests withdrawal of the rejection. Mmiaat 
Racaarninafionandreconsideradonarercuested. > is reapectfidly sub*** W 

a« pending Cairns « - ■» fc < — *— " °V " 

«e in due ccurae is alao respecrfufiy rented. If a ^ephone conference nrrght 

b. of aasisrance, pleaae contact the undersigned attorney at (612) 677-9050. 



Respectfully submitted, 
MARKT.UNGS 




Pate. JI/^' U \j « ) ~ L ^Jt M . Seager, Reg. NoJ/jJj ;JU6 

' CROMPTON, SEAGER & TUFTE, LLC 

1221 Nicollet Avenue, Suite 800 
Minneapolis, Minnesota 55403-2420 

Tel: (612) 677-9050 
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